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Response to amendment 

1 . The amendment filed on 3/25/2005 has been received and made of record. 

2. Applicant's arguments with respect to claims 1-11,15-16,1 8, 30-32, 36, 38 and 
40 have been fully considered but not persuasive for the following reasons. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 1 recites the limitation "said data request" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Objections 

5. Claim 38 is objected to because of the following informalities: claim 38 depends 
on a cancelled claim 37. Appropriate correction is required. 

Response to Arguments 

6. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., client device (third device) instructs the content server (second device to request 
its data directly from the form filling server (first deviceO)) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir, 1993). 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
forna the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-19, 25-32. and 35-40 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Markus U. S. Patent No; 6,499,042[hereinafter Markus]. 

As per claim 1 , Markus discloses a method of transferring data relating to a user from a 
first data processing device (15) to a second data processing device (14) over a 
communications network, said method comprising the steps of: 

(a) said user being connected to said network by a third data processing device 
which physically remote from said first device (see fig. 2 and col. 2, line 65 to 
col.3. line 10). 

(b) said third device to accessing a web page hosted by said second device (see fig. 
2 and col. 2, line 65 to col.3, line 10). 

(c) said first device (form-filling server or selective proxy) directing said second 
device to forward a data request to said first device in order to supply information 
requested on said web page (see fig. 3. col. 1, lines 41-46 and col. 3, lines 20- 
64); 



Application/Control Number: 09/740,200 Page 4 

Art Unit: 2157 

(d) said first device (form-filling server or selective proxy) receiving over said network 
from said second device (form-originating server) a request for said data, said 
request including an identification of one or more pre-defined data elements for 
which the request is made (see fig. 3. col. 1 , lines 41-46 and col. 3. lines 20-64); 

(d) said first device accessing a file containing data relating to the user, said file 

including data elements identified by data element identifiers and retrieving from 
said file one or more of said data elements identified in said request (see fig. 3, 
col, 1, lines 41-46 and col. 3, lines 20-64); and 

c) said first device forwarding to said second device said retrieved data elements 
(see col. 3, lines 43-47). 

As per claim 2, Markus discloses a method according to claim 1 wherein one or both of 
said first and second devices are computers (see fig. 3). 

As per claim 3, Markus discloses a method according to claim 1, wherein said file is 
stored on said first device (see col. 3, lines 37-52). 

As per claim 4, Markus discloses a method according to claim 1, wherein said request 
is in the form of a web page having one or more fields for receiving data 
elements, and wherein said identification of one or more pre-defined data 
elements is in the form of a machine-readable tag accompanying said one or 
more fields (see col. 3, lines 20-64). 
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As per claim 5, Markus discloses the a method according to claim 4, wherein said first 
device retrieves from said data file those data elements having identifiers which 
correspond to the tags in the request (see col. 3, lines 20-64). 

As per claim 6, Markus discloses a method according to claim 5, wherein a browser 
engine (document browser) operating on said first device adds said retrieved 
data elements to said web page and presents the web page including the added 
data elements to a user before forwarding said data elements to said second 
device (see col. 3, lines 20-24). 

As per claim 7, Markus discloses a method according to claim 6, wherein said browser 
engine provides the user with the option to confirm the submission of said data 
elements before forwarding said data elements to said second device (see col. 2, 
lines 13-17). 

As per claim 8, Markus discloses a method according to claim 6, wherein said browser 
engine provides the user with the option to vary said data elements before 
fonvarding said data elements to said second device (see col. 2. lines 13-17). 



As per claim 9, Markus discloses a method according to claim 1 , further comprising the 
step of said first device logging the submission of said data elements to said 
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second device (see col. 3, lines 49-52, 



As per claim 10, Markus discloses a method according to claim 1 , wherein said first 
device is a server (proxy server) which stores said data on behalf of said user 
(see col. 1 , lines 31-40). 



As per claim 1 1 , Markus discloses a method according to claim 10, further comprising 
the step of verifying with said user that the data should be forwarded to said 
second device (see col. 2, lines 13-17). 



As per claim 15, Markus discloses the method according to claim 1 , wherein said user 
provides said second device with the network address of said first device (see 
col. 1. lines 18-31). 



As per claim 16, Markus discloses a method according to claim 1 , wherein said first 
device generates a verification request to said user in response to the data 
request being received from said second device (see col. 3, lines 31-39). 



As per claim 18, Markus discloses a method according to claim 17, wherein said 
verification request is passed from said first device to said third device via the 
second device (see fig. 3, steps 21-23 and col. 3, lines 31-37). 
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As per claim 30, Markus discloses a computer program product (computer instruction) 
in machine readable form containing instructions which when executed cause a 
computing device ("the second device") to: 

a) receive from a remote computing device ("the third device") an instruction identifying 
the network address of a further remote computing device ("the first device")(see fig. 3, 
col. 1 , lines 41-46 and col. 3, lines 20-64); 

b) issue a request for data to said first device, wherein said request includes an 
identification of one or more pre-defined data elements for which the request is made 
(see col. 1, lines 41-46 and col. 3, lines 20-64);and 

c) receive from said first device one or more of said identified data items (see col. 3. 
lines 20-64). 

As per claim 31 , Markus discloses a computer program product according to claim 30, 
further effective to cause said second device to forward said data items received from 
said first device to said third device, and await confirmation that said data items are 
valid(see col. 3, lines 43-49, where the external entity 13, verifies and corrects the 
received content and sends the result selective proxy device). 

As per claim 32, Markus discloses a computer program product in machine readable 
form containing instructions which when executed cause a computing device to: 
a) receive as an input a network address of a remote computing device (see fig. 3, col. 
1, lines 41-46 and col. 3, lines 20-64); 
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b) forward to said network address a request for data relating to an identified user; 

c) receive from said remote computing device data relating to the user (col. 3, lines 20- 
64); and 

d) utilize said data in a transaction with the user (see col. 3, lines 20-64). 

As per claim 36, Markus discloses an information transfer system comprising: 

a) a communications network (see fig. 2); 

b) first and second data processing devices(14 and 15) connected to said network (see 
fig. 2); 

c) a storage unit (disk farm) associated with the first device (selective proxy) and 
containing a plurality of data items relating to a user, in which said data items are 
organized by data item identifiers (see col. 1, lines 41-58); 

d) computer program means associated with the first device which when executed 
cause the first device to: 

i) determine from a request received from said second device an identification of one or 
more data items for which the request has been made (see col. 3, lines 20-64); 

ii) retrieve available data items from said storage unit (see col. 3, lines 20-64);and 

iii) transmit said data items to said second unit(see col. 3, lines 20-64); 

(e) a third processing device connecting said user to said network(see fig. 2 and col. 2, 
line65tocol.3, linelO). 

(f) a computer program means associated with said second device which when 
executed causes said second device to receive instruction from said third device 
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identifying the network address of the first device (see fig. 3, col. 1 , lines 41-46 and col. 
3, lines 20-64); and 

transnnit said request to said first device upon receipt of said instnjction(see fig. 3, col. 
1 , lines 41-46 and col. 3, lines 20-64). 

As per claim 38, Markus discloses an information transfer system according to claim 
36, wherein said computer program means associated with said second device further 
causes said second device to forward said data items received from said first device to 
said third device (see fig. 3, col. 1 , lines 41-46 and col. 3, lines 20-64), whereby said 
user may issue from said third device to said second device a confirmation signal that 
the data items are correct (see col. 3, lines 43-49, where the external entity 13, verifies 
and corrects the received content and sends the result selective proxy device). 

As per claim 40, iVIarkus discloses a web site hosted by a web server on a data 
network, said web site including a web page containing a request for data relating to a 
user of the web site, wherein said web page includes an option selectable by a user to 
cause the web server hosting the page to direct a request for data to a remote computer 
identifiable by said user, (i.e., fig. 2, content server 14 and 15 which inherently include 
web site for serving user requests, the servers contain data related user of the content 
server) (see col. 2, lines 20-37). 



Conclusion 
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9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Salad E Abdullahi whose telephone number is 703-308- 
8441 . The examiner can normally be reached on 8:30 - 5:00. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Ario Etienne can 
be reached on 703-305-4792. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

1 1 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR, 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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